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DETAILED ACTION 

Claims 1-23 are pending in the instant application. 

Amendments 

The amendment filed on November 6, 2006 has been acknowledged and has 
been entered into the application file. Claims 21-23 are added and claims 21-23 (in 
part) are withdrawn as being drawn to non-elected subject matter. 

Previous Claim Objections 

Claims 1-17 were objected to in the previous action for containing elected and 
non-elected subject matter. The non-elected subject matter has not been cancelled yet, 
therefore the objection stands. 

Previous Claim Rejections - 35 USC §112 

Claims 1-14 and 16 were rejected in the previous action under 35 U.S.C. 112, 
first paragraph as failing to comply with the written description requirement. Applicant 
has not addressed this rejection fully, therefore the rejection stands. 

Claims 1-14 and 16 were rejected in the previous action under 35 U.S.C. 1 12, 
second paragraph as being indefinite. Applicant has replaced the indefinite term 
"noninterfering substituent" with the definition from the specification, and the rejection is 
withdrawn. 

Previous Claim Rejections - 35 USC § 102 

Claims 1-14 and 16 were rejected in the previous action under 35 U.S.C. 102(b) 
as being anticipated by Kuroita et al. (USPN 6,468,998). Applicant has amended the 
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claims on November 6, 2006 to proviso out the species, therefore the rejection is 
withdrawn. 



Claims 1-17 were rejected in the previous action under 35 U.S.C. 103(a) as 
being unpatentable over Kuroita et al. (USPN 6,468,998). Applicant has traversed the 
rejection on the grounds that the disclosed species do not teach compounds that meet 
the new proviso in claim 1, that the instant claims are non-obvious over Kuroita et al. 
following an In re Baird analysis, and that there is no motivation to make those 
compounds. 

The Examiner respectfully disagrees. In re Baird states that, "Given the vast 
number of diphenols encompassed by the generic diphenol formula in Knapp, and the 
fact that the diphenols that Knapp specifically discloses to be "typical," "preferred," and 
"optimum" are different from and more complex than bisphenol A, we conclude that 
Knapp does not teach or fairly suggest the selection of bisphenol A." (emphasis added) 
In the instant case, the claimed compounds are not more complex than those proposed 



claimed compounds where n is 0, W is L 2 -A 3 , L 1 is C(O), X 1 is CR 3 , L 2 is CH 2 CH 2 , A 1 , 
A 2 , and A 3 are 4-fluorophenyl, and R 1 , R 2 , and R 3 are hydrogen. See Example 67, 



Previous Claim Rejections • 35 USC § 103 




by Kuroita et al. One species in particular, 



F .. corresponds 
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column 30, lines 54-61, and the structure on column 44, lines 1-17. The only difference 
that is required to meet the scope of claim 1 is for the linking group to be extended or 
contracted, (L 2 in the instant case and D in Kuroita et al.) to overcome the new proviso: 

and with the farther proviso thai L 1 must contain at least three linking atoms if X 1 is CH and 
W is L 2 -A 3 . wherein L 2 contains two linking atoms and A 3 represents optionall y substituted nhenvl. 

Since Kuroita et al. defines the D group to be : 

D is optionally substituted linear or branched alkylene 
having 1 to 8 carbon atoms, and when D is branched 
alkylene, the carbon atom in the branched chain is 
optionally bonded further to Ar to form 4- to 
8-merabered ring, and 

one of skill in the art would take the compound cited above, have motivation to use a 

different linking group between the para-fluorophenyl and the pyrrolidine nitrogen, and 

would have a reasonable expectation of success that the compounds will still 

antagonize 5-HT 2 to treat glaucoma and other ailments. See column 4, lines 38-43 and 

column 17, lines 51-63. Therefore, since only one group needs to be modified to take a 

disclosed species of Kuroita et al to generate a compound of the instant claims, and that 

modification is sufficiently suggested within the reference, one of ordinary skill would 

have motivation to make the change to practice fully the invention of Kuroita et al. The 

rejection is maintained. 

Previous Double Patenting Rejections 

Claims 1-17 were rejected in the previous action on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 and 6 of U.S. 
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Patent No. 6,468,998. Applicant's arguments have been found to be persuasive, and 
the rejection is withdrawn. 

Claim Objections 

Claims 1-17 and 21-23 are objected to for containing elected and non-elected 
subject matter. The elected subject matter is described in the previous action. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-14 and 16 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

In the instant application, compounds of Formula I are claimed with L 1 and L 2 are 
recited to be C1-C10 optionally substituted alkylene or C 2 -Ci 0 optionally substituted 
alkenylene, wherein one or more said C is optionally replaced by a heteroatom selected 
from N, O, or S, or further substituted with =0, or both. 

The specification fails to teach compounds covering the entire scope of the 
claimed invention. For example, the depicted species in Figure 1 do not show any 
instances of a linking group carbon being replaced by N, O, or S. Hence, the working 
examples in the specification do not cover a representative number of compounds to 
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cover the entire invention as claimed. Therefore, a person of skill in the art would deem 
that the Applicant did not possess the entire invention as claimed at the time of filing, 
and claims 1-14 and 16 do not meet the written description portion of 35 U.S.C. 1 12, 
first paragraph. Applicant is encouraged to limit the substituent groups to be consistent 
with those fully supported by the specification. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-16 and 23 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kuroita et al. (USPN 6,468,998). 

The instant application claims compounds of the formula 




' where: W is L 2 -A 3 ; L 1 and L 2 are optionally substituted 

CrC 5 alkylene with no carbons replaced by a heteroatom; A 1 , A 2 , and A 3 are phenyl; X 1 
is CR 3 ; and all other substituents are as defined. 

Determination of the scope and content of the prior art (MPEP §2141.01) . 




R- 

Kuroita et al. teach compounds of the formula with 
substitutions as defined. See column 2, lines 34 through column 4, lines 65. Kuroita et 
al. also teach the pharmaceutical composition. See column 5, lines 50-53. 

Ascertainment of the difference between the prior art and the claims (MPEP 
§2141.02) 

Kuroita et al. do not teach specifically the compounds of the instant invention. 
Finding of prima facie obviousness-rational and motivation (MPEP §2142-2413) 
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Kuroita et al. teach generally compounds with the base formula: 




Ar 



in which X is C(O); Ri is 



Y 



, Y is absent, A, B, 



and Ar are phenyl groups, D is an optionally substituted linear alkylene chain having 1 
to 8 carbon atoms, and all other substituents are as defined. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to follow the synthetic scheme of Kuroita et al. and 
make the claimed invention with a reasonable expectation of success. The motivation 
to do so is provided by Kuroita et al. Kuroita et al. teach the use of the synthesized 
compounds to antagonize 5-HT 2 to treat glaucoma and other ailments. See column 17, 
lines 51-63. 

Thus, the claimed invention as a whole was prima facie obviousness over the 
combined teachings of the prior art. 

Claims 17 and 21-23 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kuroita et al. (USPN 6,468,998) in view of In re Henze , 85 USPQ 261 (1950). 
The instant application claims compounds of the formula 




w 



where: W is L 2 -A 3 ; L 1 and L 2 are optionally substituted 
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d-C 5 alkylene with no carbons replaced by a heteroatom; A 1 , A 2 , and A 3 are phenyl; X 1 
is CR 3 ; and all other substituents are as defined. 

Determination of the scope and content of the prior art (MPEP §2141.01) 

R* 




Kuroita et al. teach compounds of the formula with 
substitutions as defined. See column 2, lines 34 through column 4, lines 65. Kuroita et 
al. also teach the pharmaceutical composition. See column 5, lines 50-53. 
Ascertainment of the difference between the prior art and the claims (MPEP §2141.02) 

Kuroita et al. do not teach specifically the compounds of the instant invention. 
Finding of prima facie obviousness-rational and motivation (MPEP §2142-2413) 

Kuroita et al. teach generally compounds with the base formula: 




r- 



in which X is C(O); Ri is , Y is absent, A, B, 

and Ar are phenyl groups, D is an optionally substituted linear alkylene chain having 1 
to 8 carbon atoms, and all other substituents are as defined. 

To those skilled in chemical art, one homologue is not such an advance over 
adjacent member of series as requires invention because chemists knowing properties 
of one member of series would in general know what to expect in adjacent members. In 



Application/Control Number: 10/763,974 Page 10 

Art Unit: 1626 

re Henze, 85 USPQ 261 (1950). In the instant case the one carbon linker for L 1 is a 
homologue of a 3-6 carbon linker. They are expected by those of skill in the art to act in 
the same fashion unless unexpected results are presented. These unexpected results 
should be show that the modification to Kuroita et al.'s compounds would not fulfill their 
method of use to antagonize 5-HT 2 or that Kuroita et al.'s compounds do not fulfill the 
purpose of the instantly claimed compounds. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to follow the synthetic scheme of Kuroita et al, and 
make the claimed invention with a reasonable expectation of success. The motivation 
to do so is provided by Kuroita et al. Kuroita et al. teach the use of the synthesized 
compounds to antagonize 5-HT2 to treat glaucoma and other ailments. See column 17, 
lines 51-63. 

Thus, the claimed invention as a whole was prima facie ^ obviousness over the 
combined teachings of the prior art. 

Conclusion 

Claims 1-17 and 21-23 are rejected. Claims 1-17 and 21-23 are objected to. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Kosack whose telephone number is (571)-272- 
5575. The examiner can normally be reached on M-F 5:30 A.M. until 2:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph M s Kane can be reached on (571)-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system; see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



KAMAL A. SAEED, PH.D. 




